
The Community Trademark Court of Ali-
cante has ruled in favor of the magazine 
publishing companies HEARST and 
CONDÉ NAST represented by Abril 
Abogados, ordering the owners of the 
web site Youkioske, which enables the 
free display of magazines, press and pub-
lications, to cautionary cease the display 
of a relevant number of magazines, as 
COSMOPOLITAN and VOGUE among oth-
ers.  
This precautionary measure, based on 
the Spanish Trademark Act and Copyright 
Law, was upheld by the decision of CTM 
Court according to which, there is an in-

fringement of the Community and Span-
ish Trademarks used as metatags in the 
web site. Likewise, the Court has consid-
ered that the copyrights were also in-
fringed since the magazines were being 
publicly exhibited without the pertinent 
authorization of the plaintiff companies, 
resulting in a lucrative business due to 
the advertising revenues.  

At the time being, the publishing compa-
nies HEARST and CONDÉ NAST have ob-
tained that a significant number of their 
magazines is not anymore displayed gra-
tuitously in the Internet, activity which 
was causing them serious damages.  

April 2011April 2011  

2011 has just started and this year we celebrate 
our 10th anniversary. Since the founding of our law 
firm on April 2001, we have maintained a contin-

ued growth and even in 2010 and despite of the difficult situation 
due to the current financial crisis, we have reached to obtain a 
growth close to 9% which makes us being very proud and satis-
fied with the done work. Within 2010, we have also been able to 
increase both human and material resources which will be placed 
at your  full service and disposal for hopefully ten more years. In 
the meantime, we would like to thank all our clients for the daily 
confidence out in our firm. 
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The display of magazines through the Internet es illegalThe display of magazines through the Internet es illegal  
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After more than one year of intensive negotiations and claims from Inter-
net user associations, on 6 March came finally into force the Sustainable Economy Act, 
whose forty-third final provision adopts the known as the “Sinde Law”. This final provi-
sion is deemed to amend both the Information Society Services Law and the Copyright 
Law, in order to safeguard copyright against its infringement by the responsible of the 
information society services. This new act also foresees the mechanisms to adopt the 
necessary measures to suspend the provision of services which are found to be in-
fringing the copyright law or to remove the contents that violate those rights. Conse-
quently, these amendments allow a Judge to close down any web page offering illegal 
downloads of copyright content, provided the right owner would had filed a com-
plaint. However, the implementation of these amendments will not be immediate. We 
will have to wait for its development that will include the Implementing Regulations 
and the establishment of the Copyright Commission, which will study the complaints 
filed against web pages offering illegal downloads of copyright protected content, and 
is expected to be executed within this summer. 

Best LawyersBest Lawyers  

Abril Abo-
gados has 

been recognized by the re-
puted publication “Best 
Lawyers” as one of the best 
Law firms specialized in both 
Intellectual Property and 
Copyrights, recommending 
Ignacio Temiño as one of 
the best Spanish lawyers in 
this area. 

Here comes the expected  “Sinde Act”Here comes the expected  “Sinde Act”  

Internal AbrilInternal Abril  

Carlos GonzálezCarlos González  
Partner of Abril Abogados 
in charge of National and    
International       portfolios 
of Central and South Ameri-
can clients.  

Ignacio TemiñoIgnacio Temiño  
Partner of Abril Abogados 
in charge of the litigation     
department and responsi-
ble of  North American, 
Asian and European IP 
prosecution.  

Carolina MonteroCarolina Montero 
Legal practitioner,  respon-
sible of the       Community 
Trade Mark Department, 
CTM and Spanish trade-
mark prosecution of foreign 
portfolios. 

Isabel GarcíaIsabel García  
Legal practitioner, in 
charge of                Interna-
tional and Spanish trade-
marks   prosecution of for-
eign portfolios.  

Patricia RevueltaPatricia Revuelta  
Legal practitioner,  in 
charge of CTM and Spanish 
trademark   prosecution of 
foreign  portfolios.  

Jorge OriaJorge Oria  
Legal practitioner in charge 
of  IP litigation and prose-
cution before the Spanish 
Courts.  

International TeamInternational Team  

INTA´S Team INTA´S Team   
San Francisco San Francisco   

14 to 18 May 201114 to 18 May 2011  
Abril Abogados will be 
represented at INTA 

by the following 
members of the firm: 

Ignacio Temiño 
Carlos González 

Carolina Montero 
Patricia Revuelta 
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Company vs WorkerCompany vs Worker  

According to the Courts, employers are allowed to accede to the 
employees’ email without their authorization. The Court of Ap-
peal of Madrid has ruled out that an employer can freely access 
to the email communications maintained by an employee who 
has used the computer of the company. This access can be made 
without any authorization or advice from the employee, and 
even if the company has agreed to the personal use of the com-
puters and no policy of computer control is in force. The Judge 
has expressly stated that “the computer is used for working and 
consequently, the employer can check whether or not this work is 
well done”. The General Court declares that the employer’s ac-
cess to the employees’ computers can be neither arbitrary nor 
disproportionate, since the employer should have indications and 
high suspicious rates that indicate an inappropriate conduct. 

Despite of being currently 
pending before the Parlia-
ment, the Bill on Games of 

Chance attempts to cover the legal 
loopholes  existing in the sector. Nowa-
days, there is a lack of laws ruling the 
games of chance in Spain. The draft 
includes for the first time the regulation 
of online games, which did not exist up 
until now, even though such activities 
are usually developed in Spain. The Bill 
on Games of Chance comes to regulate 
all activities of organization, exploita-
tion and development of games of 
chance developed through electronic, 

computer, 
telematic and 
interactive media, as well as advertising 
related to such activities, providing 
greater legal certainty to operators and 
increasing the protection of users, espe-
cially children and people with addiction 
problems. 
 

Likewise, this draft includes the need 
for operators to obtain a prior authori-
zation from the National Gaming Com-
mission and the creation of new taxes 
on the activity of online gambling com-
panies, which has not taxed up to date. 

However, it is foreseen an exclusive 
reserve of the game activity  of the sta-
tal lottery to the Spanish National Asso-
ciation of the Blind and the Gaming 
Agency (LAE) that has become a state 
corporation whose 30% of its capital 
will come from private investors. 
 

Meanwhile, the 
Codere Group has 
taken unfair competi-
tion actions against Bwin and the Real 
Madrid FC considering illegal  the adver-
tising of gambling and bets that they 
have being made. 

PiracyPiracy  

The European Parliament has adopted a 
new EU law on falsified medicines to rein-
force the protection of patients facing 
with falsified medicines, in an attempt to 
ensure that only high-quality medicines 
reach the legal supply chain.  The new 
Directive introduces harmonized, pan-European safety 
measures and also addresses the sale of falsified medi-
cines over the Internet by providing for an obligatory 
“trust mark” on the websites of legally-operated online 
pharmacies. The EU legislation has to be transposed by 
each Member States into the national law implementing 
a system which enables to identify the falsified product 
and proceed with its withdrawal from the market.  

OHIMOHIM  

Spain has become 
the fourth solici-
tor country in the 
filing of Commu-
nity Trade Marks before the 
OHIM with 7.160 applica-
tions that represent the 
11,15% of the CTM applica-
tions filed within the 27 
countries of the EU and the 
8% filed worldwide. Ger-
many is the first country 
with 16.778 CTM followed 
by the United Kingdom with 
8.076 and  Italy with 7.292 
CTM. 

Domain namesDomain names  

Afterwards the preventive 
blocking of 11 domains car-
ried by order of New York’s 
Southern Disctrict Attorney, 

the GNSO (Generic Names Supporting Or-
ganization, ICANN’s associated) directly 
accuses the U.S. government of domain 
hijacking under the excuse of cybersquat-
ting prosecution. ICANN and Verisign - the 
latter responsible for the management of 
gTLD .COM - are subject to U.S. law. This 
special “venue” could have influenced the 
kind of "legal shortcut" taken by NY’s attor-
ney to stop the illegal broadcast of sport 
events made through outside-USA servers. 
The seizure was made some days before the 
sports event which is most broadcasted 

each year in the U.S: the 
Superbowl, thus avoiding 
significant damage to all 
television stations which 
purchased the rights to 
b r o a d c a s t  t h e 
game. Paradoxically, last May 2010 ROJADI-
RECTA.COM was considered not – guilty in 
Spain (Barcelona’s Provincial Court) for of-
fenses against intellectual property 
rights. On the other hand, the popular and 
valuable domain name SEX.COM - regis-
tered at the dawn of the Internet, 1995 - 
has got - once again - a new sales record of 
$ 13 million. It is estimated that advertising 
revenues attached to that domain are 
about half a million dollars per month. 

Bill on Games of Chance Bill on Games of Chance   

Domain hijacking and millionDomain hijacking and million––  worth domainworth domain  Spain is  the fourth Spain is  the fourth 

CTM solicitor country CTM solicitor country   

EU “falsified medicines” Directive EU “falsified medicines” Directive   
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New Cooperative Patent Classification CPCNew Cooperative Patent Classification CPC  
The EPO and the United States 
Patent Trademark Office 
(USPTO) have signed an agree-
ment to develop a new Cooperative Patent Classification 
(CPC).  The CPC will use the European Classification system 
(ECLA) as a basis to incorporate the best classification 
practices of the USPTO.  The jointly developed classifica-
tion system will be more detailed than the IPC to improve 
patent searching. 

Data ProtectionData Protection  

“Right to be forgotten”“Right to be forgotten”  
The Spanish Data Protection Authority has required Google be-
fore the Spanish Courts to remove from its index,  the data from 
individuals, including their image that appear in news and old 
articles or publications which do not comply with the reality of 
the current situation. This is known in Spain and elsewhere in 
Europe as “the right to be forgotten”. Google is fighting for its 
freedom-of-expression and arguing that it should be the publica-
tion or source of information which should be asked to take 
down the information after the individual’s request. However, 
the Spanish Data Protection Authority has ruled that freedom-of
-expression rules in Spain, which cover newspapers and other 
publishers, don’t apply to search engines. The “right to be for-
gotten” rules may become law in the next two years as the EU’s 
privacy policies get overhauled. It appears that most EU regula-
tors are sympathetic to the “right to be forgotten” concept. How 
it would be implemented and what the duties and burdens im-
posed on online publishers and search engines would be is 
somewhat unclear. 

Case Law: Intellectual PropertyCase Law: Intellectual Property  

Havana Club belongs to the Cuban StateHavana Club belongs to the Cuban State  
Havana Club is a well known brand in Spain 
and has become one of the most profitable 
companies in the spirits industry. Upon a 
further request from Bacardí, the Spanish 
Supreme Court has restated that the trade-
mark “HAVANA CLUB” belongs to Havana 
Club joint venture (created between Pernod 
Ricard and Corporación Cuba Ron) and that Bacardi has no 
right to claim ownership of the trademark in Spain.  The 
company Jose Arechabala, S.A. (and Bacardi as its legal 
successor) was deprived of all “HAVANA CLUB” trademark 
rights by the Cuban State in 1960.   
However the Spanish Courts has not restored the Spanish 
trademark registration to Bacardí on the grounds of a 
technicality involving the statute of limitations applied to 
the claim. The decision considers expired the deadline to 
claim the ownership of the mark, considering it is been 15 
years now since the Spanish brand was registered in the 
name of the Cuban State and its legitimate owners did not 
take any actions to retrieve such rights.  

ID cards of B2B agreements signatoriesID cards of B2B agreements signatories  
The Spanish data Protection Agency has published the 
legal report 0322/2010 in response to the question set 
out by Abril Abogados concerning the data of the ID cards 
of the natural persons who signs the agreements in the 
name of their companies and known as B2B (By & Be-
tween). According to the Implementing Regulation 
1720/2007 of the Spanish Data Protection Act, the per-
sonal data of natural persons acting on behalf of their 
companies are out of the scope of this regulation and 
law. However, according to this legal report the data that 
will remain out of the scope of the regulation are only 
those related to the name, family name, position in the 
company, postal address and email, telephone and fax 
professional numbers. Consequently, the number of the 
ID card has to be considered as a personal data and 
therefore the corresponding obligations such as the per-
sonal data filing  or information obligation should be ful-
filled. 

European Patents now valid in MoroccoEuropean Patents now valid in Morocco 
The European Patent Office (EPO) has signed a 
partnership agreement with Morocco accord-
ing to which Morocco recognises the validity 
of European patents. The agreement between 
the EPO and Morocco will enter into force as 
soon as the Moroccan parliament has approved the necessary 
changes to the country’s law. Patents granted in Morocco will 
have the same legal effect as those granted in  the EPO Member 
States.  

Don Simon Vs PascualDon Simon Vs Pascual  
The First  Instance Court of Bur-
gos (Spain) has ruled in favour of 
the company J. García Carrión 
owner of the reputed juice 
trademarks “DON SIMON” and 
against its direct competitor the 
company Grupo Leche Pascual 
which has to withdraw all its cold juices  under the brand 
“Zumos Pascual” from the shelves of all stores and supermar-
kets within a term of three months. The decision states that 
Pascual’s behavior constitutes an act of unfair competition con-
sisting in commercializing its juices as refrigerated juices 
whereas they have not been processed maintaining the cold 
chain. Moreover they are offered at the market place at a price 
corresponding to cold juices while the company has not made 
the investments corresponding to cold juices that should in-
crease the cost of them. In addition to this J. García Carrión has 
also requested Pascual to remove all the labels of the juice bot-
tles containing the recommendation to preserve the product at 
a temperature between 0 to 6 degrees. 

  Unfair CompetitionUnfair Competition  
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The Provincial Court of Barcelona and the Community Trademark Court of Alicante have recently 
issued relevant decisions concerning protection of exclusive rights.  
 

Padawan Case. The dispute hereby analyzed started when the Sociedad General de Autores y 
Editores (SGAE) which is one of the bodies responsible for the collective management of Copyrights 
in Spain, claimed payment of 16.000 Euros from the company Padawan, S.L. which markets 
electronic storage media in the form of CD-Rs, Cd-RWs, DVD-Rs and MP 3 players, in compensation 
for the private copying levy. Padawan refused to proceed with such payment on the ground that the 
electronic storage media it commercializes are not used for private copies. SGAE’s claim was upheld 
in its entirety, but Padawan appealed against that judgment and the Provincial Court of Barcelona 
decided to refer for a preliminary ruling to the ECJ concerning the interpretation of “fair 
compensation”. In this respect the ECJ stated that the indiscriminate application of the private 
copying levy to all types of digital reproduction equipment, devices and media does not comply with 
the “fair balance”. In the light of the above mentioned, there are two essential conditions which 
should be borne in mind to reach the “fair balance” consisting of a double discrimination based on the object and the 

individual: (i) The levy should apply the digital reproduction equipment, devices and media 
provided these are going to be used for private copies. (ii) The levy should only apply 
individual private users, being therefore excluded from this field of application both the 
companies and those individuals not acting as private users.  To build up this conclusion, 
the ECJ has based its reasoning in a controversial presumption, assuming that once the 
digital reproduction equipment, devices and media are acquired by individuals for private 
purposes, it is assumed that these are completely exploded in all their functions, including 
reproduction. The main conclusion for us of this judgment is that the payment of a levy to 
guarantee the “fair compensation” can neither be established independently by each 
Member Estate exceeding the limits of the Directive nor be an indiscriminate application to 
all types of equipment and to all types of individuals. According to the ECJ this 
indiscriminate application is not in accordance to the Directive. 
 

Youkioske Case: As mentioned in page 1 of the here concerned publication, the Community Trademark Court of Alicante has 
ruled in favor of the magazine publishing companies HEARST and CONDÉ NAST  ordering the owners of the web site Youkioske 
to cautionary cease the display of a relevant number of well known magazines such as COSMOPOLITAN, VOGUE, ESQUIRE, 
HARPER’S BAZAAR, GLAMOUR and GQ among others. These proceedings had been initiated 
under the protection provided by the Spanish Trademark Act and Copyright Law, according to 
which precautionary measures may be granted to Community and Spanish national 
trademarks titleholders against their use by unauthorized third parties. In the present case 
the infringement has arisen from the use of the subject signs in the conflicting web site’ 
source code (as metatags). Likewise, the plaintiff companies’ magazines were being publicly 
exhibited in the web page for free, even though such exhibition would constitute a clear act of 
public communication that requires express consent by the owner of the copyright, according 
to the Spanish Copyright Law. The Court has also confirmed the argument claimed in the 
lawsuit concerning the profit making. It happens that due to the insertion of advertising in the 
web page, the owners of Youkioske were receiving relevant amounts of money from the 
advertisers.  Legal precedents ruling on similar cases are not very common, being the existing 
ones unfavorable to mark owners. Therefore, even if the present decision only entails a precautionary measure, it has to be 
considered very relevant. The main proceeding from which this preventive action derives, will be carefully followed up since it 
involves important issues concerning the Spanish Act of Information Society Services and Electronic Commerce, such as the 
liability of the service providers and the web sites’ contents. Once again it has been demonstrated that the civil procedure is 
even more effective than the criminal one, due to the specialization of the Courts that implies a better approach in the 
application of the appropriate regulations.  

The expert opinion: Last decisions concerning infringement IP and Copyright within the Internet and the The expert opinion: Last decisions concerning infringement IP and Copyright within the Internet and the 

application of the private copying levy. application of the private copying levy.   
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“… such exhibition 
would constitute a 
clear act of public 

communication that 
requires express 

consent by the ow-
ner of the copy-

right….” 

“...once the digital re-
production equipment, 
devices and media are 
acquired by individuals 

for private purposes, it is 
assumed that these are 
completely exploded in 
all their functions, inclu-

ding reproduction..” 


